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Response to Arguments 

Applicant's arguments with respect to claims 1-20 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application'designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Bates (US 
6247043). 

For claim 1, a method for enabling management of contacts, the method comprising: 
passively recognizing that a set of contacts are, as a group, repeatedly sent 

communications by a member; (Bates, Col. 15 lines 42-57, threshold) 

identifying, to the, member the set of contacts that has been passively recognized as a set 

of contacts that are, as a group repeatedly sent communications by the member; (Bates, Col. 17 

lines 10-20, group) 

based on passively recognizing that the set of contacts are, as a group, repeatedly sent 
communication by the member, generating a contacts list that includes the set of contacts and 



Application/Control Number: 10/715,215 Page 3 

Art Unit: 2145 

that is useful in addressing future communications to the set of contacts as a group; (Bates, Col. 
17 lines 10-20, group) 

enabling the member to associate a name with the contact list; (Bates, Col. 8 lines 15-22, 

name) 

and enabling the member to address future communications to the set of contacts, as a 
group, through use of the name associated by the member with the, contact list. (Bates, Col. 15- 
lines 42-57, threshold) 

For claim 2, Bates teaches, the method of claim 1, wherein the passively recognizing that the set 
of contacts are, as a group, repeatedly sent commxmications by the member comprises: 

storing communications sent by the member during a period of time; (Bates, Col. 15 lines 
42-57, threshold) 

examining the communications sent by the member during the period of time; (Bates, 
Col. 1 5 lines 42-57, threshold) 

and identifying that the set of contacts was sent at least a minimum number of 
communications by the member during the period of time. (Bates, Col. 15 lines 42-57, threshold) 

For claim 3, Bates teaches, the method claim 1 wherein the passively recognizing that the set of 
contacts are, as a group, repeatedly sent communications by the member comprises: 

storing a predetermined number of communications sent by the member; (Bates, Col. 15 
lines 42-57, threshold) 
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examining the predetermined number of communications sent by the member; (Bates, 
Col. 15 lines 42-57, threshold) 

and identifying that the set of contacts was sent a t least a minimum number of 
communications out of the predetermined number of communications by the member. (Bates, 
Col. 15 lines 42-57, threshold) 

For claim 4, Bates teaches, the method of claim 1 further comprising enabling the member to 
accept or to reject contacts list. (Bates, Col. 10 line 60 to Col. 1 1 line 14, search) 

For claim 5, Bates teaches, the method of claim 4 further comprising enabling the member to 
assign a unique identifier tot eh contacts list. (Bates, Col. 8 lines 15-22, name) 

For claim 7, Bates teaches, the method of claim 1 wherein enabling the member to address future 
commtmications to the set of contacts through use of the name associated by the member with 
the list of contacts through use of the name associated by the member with the list of contacts 
comprises enabling the member to address future communications to the set of contacts from 
multiple applications through the use of the name associated by the member with the list of 
contacts. (Bates, Col. 17 lines 10-20, group) 

For claim 8, Bates teaches, the method of claim 7 wherein the multiple applications include 
communications applications. (Bates, Col. 13 lines 31-45, email) 
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For claim 9, Bates teaches, the method of claim 8 wherein the communications applications 
include an e-mail application and at least one application other than an e-mail application. 
(Bates, Col. 13 lines 31-45,email) 

For claim 11, Mathew teaches, the method of claim 8 wherein the commimications application 
include a digital image sharing application and at least one application other than a digital image 
sharing application. (Mathew, Col. 16 lines 35-42, image) 

For claim 12, Bates teaches, the method of claim 8, wherein the communications applications 
include an alerting application that sends alerts and reminders to users and at least one 
application other thane an alerting application that sends alerts and reminders to users. (Bates, 
Col. 18 lines 20-27, alert) 

For claim 13, Bates teaches, the method of claim 8 wherein the communications applications 
include an application for sharing and exchanging contact information and at least one . 
application other than an application for sharing and exchanging contact information. (Bates, 
Col. 18 lines 35-67, messaging groups) 

For claim 14, Bates teaches, the method of claim 7 wherein the multiple applications include 
other sharing applications. (Bates, Col. 16 lines 35-45, image) 
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For claim 15, Bates teaches, the method of claim 14 wherein the other sharing applications 
include an electronic calendar application and at least one application other than an electronic 
calendar application. (Bates, Col. 1 lines 45-55, calendar, Col. 7 lines 15-40, groupware) 

For claim 16, Bates teaches, the method of claim 14 wherein the other sharing applications 
include an electronic journal application and at least one application other than an electronic 
journal application. (Bates, Col. 7 lines 15-40, groupware) 

For claim 19, Bates teaches, an apparatus comprising a computer readable medium having 
instructions stored thereon that when executed by a machine resuh in at least the following: 

passively recognizing that a set of contacts are, as a group, repeatedly sent 
communications by a member; (Bates, Col. 15 lines 42-57, threshold) 

identifying, to the member, the set of contacts that has been passively recognized as a set 
of contacts that are, as a group, repeatedly sent communications by the member; (Bates, Col. 17 
lines 10-20, group) 

based on passively recognizing that the set of contacts are, as group, repeatedly sent 
communications by the member, generating a contact list that includes that set of contacts and 
that is useful in addressing future communications tot eh set of contacts as a group; (Bates, Col. 
17 lines 10-20, group) 

enabling the member to associate a name with the contacts list; (Bates, Col. 8 lines 15-22, 

name) 
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and enabling the niember to address future communications to the set of contacts, as a 
group, through use of the name associated by the member with the contact Ust. (Bates, Col. 17 
lines 10-20, group) 

For claim 20, Bates teaches, a systena of enabling management of contacts comprising: 

means for passively recognizing that a set of contacts are, as a group, repeatedly sent 
communications by a member; (Bates, Col. 15 lines 42-57, threshold) 

means for identifying, to the member, the set of contacts that has been passively 
recognized as a set of contacts that are, as a group, repeatedly sent communications by the 
member; (Bates, Col. 17 lines 10-20, group) 

means for generating a contact list that includes the set of contacts based on passively 
recognizing that he set of contacts are, as a group, repeatedly sent communications by the 
member, the contacts list being useful in addressing future communications to the set of contacts 
as a group; (Bates, Col. 15 lines 42-57, threshold) 

means for enabling the member to associate a name with the contact list; (Bates, Col. 17 
lines 10-20, group) 

and means for enabling the member to address future communications to the set 
of contacts, as a group, through the name associated by the member with the contacts list. Bates, 
Col. 8 lines 15-22, name) 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by die 
manner in which the invention was made. 

Claims 10-1 1 rejected under 35 U.S.C. 103(a) as being unpatentable over Bates in view 
of Mathew (US 2004/0003071). 

For claim 10, Bates teaches, the method of claim 8 wherein the communications applications and 
at least one application other than an instant messaging application. (Bates, Col. 7 lines 15-40, 
groupware) 

Bates fails to clearly disclose, instant messaging application 

Mathew teaches, instant messaging application ((balh2), paragraph 44) 

both Bates and Mathew are in the field of electronic communications 

Bates and Mathew are compatible systems 

It would have been obvious to on of ordinary skill in the art at the time of the invention 
was made to add parental control and instant messaging to the system of Bates in order to 
provide protection for children (Mathew, paragraph 3) 
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For claim 17, Bates teaches, the method of claim 14 wherein the other sharing applications 
include an e-mail filter application and at least one application other than an e-mail filtering 
applications. (Bates, Col. 7 lines 15-40, groupware) 

Bates fails to clearly disclose, e-mail filter 

Mathew teaches, e-mail filter (Mathew, paragraph 44) 

both Bates and Mathew are in the field of electronic communications 

Bates and Mathew are compatible systems 

It would have been obvious to on of ordinary skill in the art at the time of the invention 
was made'to add parental control and instant messaging to the system of Bates in order to 
provide protection for children (Mathew, paragraph 3) 

For claim 18, Bates teaches, the method of claim 14 wherein the other sharing applications 
include an application that enables the specification and at least one application other than an 
application that enables the specification of parental controls over a child account. (Bates, Col. 7 
lines 15-40, groupware) 
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Bates fails to clearly disclose, parental controls 

Mathew teaches, parental controls (Mathew, paragraph 44) 

both Bates and Mathew are in the field of electronic communications 

Bates and Mathew are compatible systems 

It would have been obvious to on of ordinary skill in the art at the time of the invention 
was made to add parental control and instant messaging to the system of Bates in order to 
provide protection for children (Mathew, paragraph 3) 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See attached Notice of references cited (if appropriate). 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ajay M. Bhatia whose telephone number is (571)-272-3906. The 
examiner can normally be reached on M-F 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Cardone can be reached on (571)272-3933. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



final action. 




"J^^n Cardone 
Supervisor Patent Examiner 
Art Unit 2145 




